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Interest of the Amici Curiae

Amici are law professors who teach and have wrigetensively on
trademark law. Amici have no stake in the outcorféis casé€.Our sole interest
in this case is in the orderly development of tradek law in a way that serves the

public interest by promoting competition and prditeg free expression.

Source of Authority of Amici Curiae to File

Appellants/Cross-Appellees consented to the fibhthis brief, but
Appellee/Cross-Appellant did not. Therefore, a wofior leave of Court to file

this brief is submitted herewith in accordance AED. R. APP. P. 29(a).

2 No counsel for a party authored this brief in vehot in part, and no such
counsel or party made a monetary contribution mkeinto fund the preparation or
submission of this brief. No person other tlaamci curiaeor their counsel made
a monetary contribution intended to fund its pragan or submission.



Summary of the Argument

The District Court properly held that New Life Ast(“New Life”") creative
works do not infringe the University of Alabama®the University”) rights in the
trade dress of its football uniforms, including their crimson and white colors.
First, New Life’s realistic depiction of the Uniggty’s football games is not likely
to confuse consumers about the source of New Lgfetls, or as to the
University’s sponsorship of or affiliation with tee goods. Confusion is
actionable under the Lanham Act only when it reddtethese types of source
relationships, and not when consumers merely razedhe plaintiff's mark.
Second, even if some amount of confusion aboufaéioaship between the
University and New Life did exist, that confusiolowd be irrelevant if it was
unlikely to affect consumers’ decisions to purchatdrom New Life Art. Third,
the District Court rightly held that the Universgyootball uniforms and colors are
aesthetically functional as used by New Life. Fouand finally, New Life’s
expressive works are protected under the First Aimemt and cannot be deemed
infringing.

Argument
I.  The District Court Correctly Found that Confusion is Unlikely

A. Only Confusion Relating to the Source, Sponsorshig\ffiliation of
New Life’s Works is Actionable




The District Court properly rejected the Universtgweeping assertion that
Moore’s realistic renditions of notable footbalap$ violate the University’s
trademark rights simply because consumers willgeze the uniforms depicted
in Moore’s paintings as those of Alabama'’s footlb@dm. To the extent the
District Court concluded that any image of Univrgvents inherently created
some possibility of confusion simply because theversity's uniforms were
correctly depicted, it was relying on outdated negsl ofBoston Professional
Hockey v. Dallas Cap and Emblem Manufacturiit) F.2d 1004 (5th Cir. 1975)
andUniversity of Georgia Athletic Association v. Laii®6 F.2d 1535 (11th Cir.
1985), readings that have been repudiated by ftte Gircuit and are inconsistent
with subsequent Supreme Court and Eleventh Cicasieés. This court should
correct that mistake.

The University argues, and the District Court @distiaccepted, that New
Life’s works are likely to cause confusion becatlseuniforms depicted in
Moore’s paintings were the “triggering mechanisior’ & sal€. This claim,
however, ignores the fact that the Lanham Act nregua focus on the source of the
goodsat issue.Seel5 U.S.C. § 1125(a). The plain language of eacti3(a)
limits claims to uses that are likely to cause asidn of very particular types,

specifically confusioras to the affiliation, connection, or associatidrsach

* Brief of Appellee/Cross-Appellant at 28.
3



person with another person, or as to the origimrsgorship, or approval of his or
her goods, services, or commercial activifigsanother person.” 15 U.S.C. §
1125(a)(1)(A). And this court has made the focushe source of goods clear.
“Our cases have established two elements thanfgfhhad to prove to merit
injunctive relief under § 43(a) of the Lanham AGt) that it has trademark rights

in the mark or name at issue; and (2) that thentdisfiet adopted a mark or name
that was the same, or confusingly similar to treerpiff's mark, such that there was
a likelihood of confusion for consumers as to thepprorigin of the goodsreated
by the defendant's use of the [mark] in his trad@dhagra, Inc. v. Singleto743
F.2d 1508, 1512 (11th Cir. 1984) (emphasis added).

It is no accident that trademark law focuses tighti confusion regarding
the source of goodslt does so because the purpose of trademark feggritrast
with patent and copyright, is not to reward innamatr creativity. SeeTrafFix
Devices, Inc. v. Mktg. Displays, In632 U.S. 23, 34 (2001) (“The Lanham Act

does not exist to reward manufacturers for theiowation ...”). Instead,

* Amici Curiae University of Arkansast al. (collectively “University Amici”)
mischaracterize this fundamental principle of tradek law, claiming “[a] bedrock
principle of trademark law is an owner’s right @introl the use of its marks.”
Amicus at 5. Notwithstanding their desire to coh#éll uses of their marks,
trademark owners have never had such plenary dor8eiting aside dilution,
which is not at issue here, mark owners are edtdhdy to control uses of a mark
that are likely to confuse consumers about thecgoaf another’s goods.

> We use “source” here to include all the sourcati@hships iterated in section
43(a) — source, sponsorship, affiliation, etc.

4



trademark law is intended to facilitate the operabf a competitive marketplace
by preventing sellers from misrepresenting to carens who is responsible for
products or servicedd. (“by preventing competitors from copying a source-
identifying mark, [trademark law] reduce[s] the mmer's costs of shopping and
making purchasing decisions, and helps assuredupeo that it (and not an
imitating competitor) will reap the financial, reption-related rewards associated
with a desirable product”) (internal quotations tied). Hence, the limited nature
of trademark rights is not some antiquated legatridwe; it derives from the core
purpose of trademark law.

Boston HockewndLaite departed from these principles in suggesting that
trademark infringement could occur when consumersanfused as to the source
of a trademark, rather than the product bearingrttzak. Most courts aftdBoston
HockeyandLaite have realized, however, that those cases werasmstent with
trademark law’s purposes and have construed thes casrowly. [rKentucky
Fried Chicken Corp. v. Diversified Packaging Corjor example, the court
expressly declined to read Boston Hockey as doivayyavith the confusion
requirement, noting that the plaintiff's singulanghasis on the “certain
knowledge that the [plaintiff was the] source angia of the trademark symbols”
pressedBoston Hockeyoo far. 549 F.2d 368, 389 (5th Cir. 1977) (“By

emphasizing this one phrase from our comprehemgwaon,Boston Hockey



could therefore be read to dispose of the confussue here. We decline,
however, to adopt that reading. Boston Hockey edgerated our unbroken
insistence on a showing of confusion, and we beltbat our opinion must be read
in that context.”).See als@upreme Assembly, Order of Rainbow for Girls ¥.J.
Ray Jewelry C0676 F.2d 1079, 1082 n.3 (5th Cir. 1982) (explairthat even
postBoston Hockeya claimant must still prove a likelihood of cosfan, mistake

or deceit of ‘typical’ purchasers, or potential ghasers, as to the connection of the
trademark owner with the infringingroduct) (emphasis added).

Likewise, trademark law’s unquestioned approvatuathful comparative
advertising and advertising of replacement parisaiestrates that the only
actionable “triggering mechanism” is consumersidfaghat the plaintiff is the
sourceof the defendant’s goods. Were this not so, coaipa advertising that
iInformed consumers of the existence of genericdmessof branded drugs would
be infringing, since there would be a causal refehip between the use of the
mark and consumers’ choice of the geneBee4 MCCARTHY ON TRADEMARKS
AND UNFAIR COMPETITION § 25:52 (4th ed. 2010) (explaining U.S. law’s
preference for informing consumers through trutlefuinparisons even if that
diverts business from the trademark owner). Indeecdhparative advertising can
even take the form of similar trade dress, so l#g is not so similar it causes

source confusiorMcNeil Nutritionals, LLC v. Heartland Sweeteners(,.511



F.3d 350 (3d Cir. 2007) (contrasting noninfringamd infringing store-brand
packaging). Similarly with replacement parts: withasing the trademark, the
seller can't identify its own goods, and thus thera causal relationship between
use of the mark and the saléf. B.H. Bunn Co. v. AAA Replacement Parts, Co.
451 F.2d 1254 (5th Cir.1971) (approving truthfidiols about replacement parts).
The causation/triggering mechanism argument onlgdwhen it is based on
source confusionSeeCustom Mfg. and Engineering, Inc. v. Midway Sersjice
Inc., 508 F.3d 641, 647 (11th Cir. 2007) (“Unlike treneral prohibition against
unauthorized copying that exists in patent and aghylaw, the touchstone of
liability in a trademark infringement action is reamply whether there is
unauthorized use of a protected mark, but whethen sse is likely to cause
consumer confusion.”).

If there was any remaining doubt that the confusiguiry must focus on
the source of goods, it was relieved by the Supr@mat inDastar Corp. v.
Twentieth Century Fox Film Corb39 U.S. 23 (2003). Like this cagigstar
involved a claim that the content of a creative kvamplicitly suggested the source
of that work. Specifically, Twentieth Century Farsgued that use of footage from
Twentieth Century Fox’s television series withotitibution falsely suggested that
Dastar was the source of the contdat.at 27. The Supreme Court rejected that

claim, declaring it “out of accord with the histaagpd purpose of the Lanham Act



and inconsistent with precedentd. at 32. The Lanham Act does not address
claims about the source of creative work, or conagpts thereof; it focuses only on
confusion regarding the sourcegdfods Id. at 39 (“We do not think the Lanham
Act requires this search for the source of the Hild all its tributaries.”)see also
KP Permanent Make-Up, Inc. v. Lasting Impressidnd,, 543 U.S. 111, 112
(2004) (holding that the Lanham Act requires "aveing that the defendant’s
actual practices likely to produce confusion in the minds of samers about the
origin of the goods or services in questipfemphasis added). According to
Dastar, the relevant goods for purposes of a claim usdetion 43(a) are the
physical copies that circulate in commerce andm®underlying creative works.
Id. at 37. InDastar, that meant that the relevant question was whethresumers
would be confused about the source of the videstBaestar was selling.
Dastarintended to rein in vague claims of confusion @&y like the one at
Issue in this case and to make clear that valdktrark claims are predicated on
confusion about source. But rather than heedirgjddand the other more recent
cases, the University actually urges this coudadopt a standard that goes beyond
evenBoston HockeySee Boston Hockey10 F.2d at 1011 (“We need not deal
here with the concept of whether every artisticodpction of the symbol would

infringe upon plaintiff's rights. We restrict o@iges to the emblems ....").

® See Dastar539 U.Sat 37-38.



The fact that most consumers purchase New Lifegycts because they
contain realistic depictions of the University’slicia does not change this result.
In fact, this is precisely wheioston HockewndLaite's broad claims were
misguided: the fact that some feature is the gerghg mechanism” for purchase
does not necessarily mean others’ use of thatrieaunfringing. The feature at
issue must be the triggering mechantsgause consumers believe the use of the
mark indicates the source of the defendant’s godd®ther words, the relevant
guestion is not simply “would consumers buy thenpag if it did not use the
University’s marks?” It is instead “do consumesedidéve the defendant’s inclusion
of the features at issue suggests to consumerththainiversity has sponsored or
endorsed New Life’s paintings?Cf. Order of Rainbow for Gir|$676 F.2d at 1084
(“The fact that purchasers purchased Rainbow jevasra direct result of the
presence of the Rainbow emblem does not compeiahelusion that they did so
believing that the jewelry was in any way endorsgansored, approved or
otherwise associated with Rainbow, given the cedntdings.”);Anheuser-Busch,
Inc. v. L & L Wings, Ing 962 F.2d 316, 322 (4th Cir. 1992) (noting timaé&nt to
profit is not the same thing as intent to confuse stating it “[could not] assume
that the commercial success of the . . . [deferslaRtshirt resulted from
consumer confusion; consumers may have been movadytthe T-shirt by the

simple fact that they were amused by the cleveraksgs design.”).



If it were otherwise, no one could realisticallypd# any sporting event
without violating some teams’ trademark rightsddad, no one could ever depict
a trademark at all without permission. To say thparty infringes when
consumers know the mark originates with the markews to say the mark owner
owns all uses of a mark in which the mark is rexgsle. When a newspaper
writes about the University of Alabama, reader®gatze the University’s name
as a mark of the University. By the Universitydgjic, it would have a prima facie
trademark claim there too. A headline that caaglain’s attention and worked as
a “triggering mechanism” to buy a newspaper woakltllito trademark liabilit.
Consumer Reportmagazine would be exposed to liability every tsneneone
bought a magazine for a branded product review.

In all these cases, the defendant could be savgdpm@rguing that the use
was not a “use in commerce” or that it was protktie fair use or the First
Amendment (all of which, not incidentally, are amggnts the University also
rejects). The prima facie case should not bepnéded in ways that put such
pressure on these nebulous defenses.

As applied here, for Alabama to sustain a claimust be clear that

consumers regard the presence of the Alabama raar&s indication that

" SeeSouthwest Recreational Industries, Inc. v. FieldTNp. 01-500732002 WL
32783971(5th Cir. Aug. 13, 2002N\ew Kids on the Block v. News America Pub.,
Inc., 971 F.2d 302, 308 (9th Cir. 1992).

10



Alabama is the source or sponsor of the physicplasoof Moore’s works of art
Specifically, the University of Alabama must shdwattMoore’s inclusion of the
Alabama marks in his paintings is likely to confus@sumers about a relationship
between Moore and the University or about the UsiAgs sponsorship or
approval of Mr. Moore’s goodslt simply is not enough to claim that consumers
will recognize the marks as marks of the Universigor is it enough to say that
consumers might believe the University sponsorad affiliated with the works
simply because the uniforms appear as part oihtlagés Moore createdCf.
Bretford Mfg., Inc. v. Smith System Mfg. Cpdd.9 F.3d 576 , 581 (7th Cir. 2005)
(stating that, undddastar, “[t]he right question ... is whether the consumeows
who has produced the finished product” and rejgdine plaintiff's claim because
the purchaser of the defendant’s table knew tleati#fendant was the producer of
the actual, tangible product (regardless of wh@beg@ the components of the
table).

B. Some Confusion is Irrelevant

Even if the University could show that consumeesidely to be confused
about the source of the physical goods sold by Niésy that confusion should be
regarded as irrelevant absent some reason toithwduld materially affect
consumers’ purchasing decisions. As the Distratir€found, Moore’s artistic

conception of his subject matter sells the workssate. There is simply no reason

11



to think that consumers care what sort of contedatiationship, if any, New Life
has with the University, or that they would eveer¥hink about licensing when
buying art. Confusion that has no bearing on agrsions consumers make is,
like confusion over whether Pluto is or is not ar@t, not something in which the
Lanham Act should take an interest.

As the Supreme Court held astar, the Lanham Act “should not be
stretched to cover matters that are typically otansequence to purchasers.” 539
U.S. at 33. And as some courts have recognizesspship or affiliation in the
context of university merchandise is unlikely todfe&onsequence. Board of
Governors of the University of North Carolina v.lpiagstine for example, the
court rejected the University of North Carolinalaim against a t-shirt
manufacturer that sold merchandise bearing thesusity’s marks, stating

Given that there is a distinct possibility thatiinduals who buy

products from Johnny T-Shirt do not base theirgleniupon whether

the product is sponsored or endorsed by UNC-CHlaaidPlaintiffs

bear the burden of establishing likelihood of candn, the court

holds that UNC-CH must meet its burden by showimgerthan

simply the identity of the marks. Insteaidnust provide evidence

establishing that individuals do make the critidatinction as to

sponsorship or endorsement, or direct evidencetfah

confusion.”).

714 F. Supp. 167, 173 (M.D.N.C. 1989).

Following Dastar, this Circuit has also explicitly recognized tkta

Lanham Act targets only confusion by tnerchasingpublic, not non-purchasers,
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because only purchasers’ confusion could causkitideof harm that trademark
law aims to preventCustom Mfg. and Eng,;$08 F.3d at 650-5%f. id. at 652
(“We reject such a theory of infringement in a vaay) as liability under the
Lanham Act is properly tied to the real-world coatie which the alleged
trademark use occurs.”). It follows that confusibat is not tied to a purchase
decision—no matter in whose mind it exists—is elyualelevant to the Lanham
Act.

Materiality is particularly important in cases ofpeessive works because it
Is very likely that consumers will be motivatedpiarchase the work by the quality
of the artistic expression and not by their bedieto who authorized the physical
good. SeeSilverman v. CBS, Inc870 F.2d 40, 48-49 (2d Cir. 1989) (“[M]ost
theater-goers have sufficient awareness that thktyjof a musical depends so
heavily on a combination of circumstances, inclgdsaript, score, lyrics, cast, and
direction, that they are not likely to be signifitly influenced in their ticket-
purchasing decision by an erroneous belief thabthsical emanated from the
same production source as the underlying work.”).

Here, in light of Moore’s own artistic reputationdahis prominent use of his
name on each painting, there is simply no reastiné that consumers care what
sort of contractual relationship, if any, New Lifas with the University, or that

they would even think about such a relationshipmmaking decisionsCf., e.g,
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Nabisco, Inc. v. Warner-Lambert CQ20 F.3d 43 (2d Cir. 2000) (holding that
prominent use of the defendant’s own name diminighe chance of confusion).
Indeed there is good evidence any such confusioreisvant to consumers: New

Life sold unlicensed art for almost many yearsdapparent harm.

Focusing on materiality also should inform the scoprelief even if the
court believes some confusion is relevant. Speadifi, even if the Court
concludes that some small number of consumers ar@yabout the University’s
relationship to Moore’s work, that concern can ddrassed simply by prohibiting
New Life from making any explicit statement (sudt‘@fficially Licensed by the
University of Alabama”) that suggests authorizatidndeed, that distinction
between licensed an unlicensed work, which New hés diligently made, has

clearly been successful in preventing any harntifese many years.

[I.  The District Court Property Held that New Life’s Works Are Protected
Works

If New Life had been offering educational serviassg the University of
Alabama’s name, or fielded a collegiate athletasiausing the allegedly
distinctive uniform colors, the considerationshrstcase might be different,
though in the latter instance many other teams niigiie arguments of their own.

But Moore is an artist whose paintings represerdrdine scene taken from reality.
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Trademark law was not intended to prohibit arti&is Moore from depicting
individuals in their work simply because those widiials are wearing
trademarked apparel. Indeed, audiences are itddresMoore’s work precisely
because they are realistic depictions of actuattsve

We think the District Court rightly concluded thhe University’s football
uniforms are functional as used by New Life, arat thew Life’s art is protected
by a fair use defense. But whether the doctrimall is functionality (because
uniform colors are essential to the purpose ofasgmting an element of the
world); aesthetic functionality (because New Lifesla non-reputation-related
interest in providing a feature consumers wantimative fair use in the spirit of
Mattel Inc. v. Walking Mountain Productigrd53 F.3d 792 (9th Cir. 2003)r a
First Amendment-based defense like the orfeagers v. Grimaldi875 F. 2d 994
(2d Cir. 1989), the point is the same: Trademarkriacognizes that claims of
source confusion must be rejected when they imergth substantial policies
ensuring freedom to speak or to compete.

A. The District Court Correctly Held that the Univays Marks are
Aesthetically Functional as Used by New Life
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The District Court properly concluded that the Nefe used the Alabama
colors primarily for a functional purpo&doore’s intent, as the District Court
found, “was to paint interesting plays.” (Doc. 3itl11). Painting interesting
plays in an Alabama football game necessitatesctiepiof Alabama football
uniforms, which serve the non-source-related fmctif making the painting
realistic.

As this court recognized Dippin’ Dots, Inc. v. Frosty Bites Distribution,
LLC, 369 F.3d 1197 (11th Cir. 2004), the Supreme Coastidentified two
different types of functionality: (1) mechanicalutrlitarian functionality; and (2)
aesthetic functionalitySeeTrafFix, 532 U.S. 23. Features are functional in the
first, utilitarian sense when they are “essenbahie use or purpose of the article or
... [affect] the cost or quality of the articldd. at 32;Qualitex Co. v. Jacobson
Prods. Co.514 U.S. 159, 165 (1995). Aesthetically functibleatures, on the
other hand, are features valued by consumers foisnarce-related reasons such
that “exclusive use of the feature at issue wquut competitors at a significant

non-reputation-related disadvantageTtafFix, 532 U.S. at 33.

® As the University of Alabama’s uniform colors aneregistered, the University
bears the burden of proving that the claimed fesatare not functional. 15 U.S.C.
8 1125(a)(3).

® University Amici downplayTrafFix by claiming the Court’s discussion of
“aesthetic functionality” was mere dicta. Univéyshmicus at 19, fn 7. In fact,
the distinction between utilitarian and aesthatiectionality was an important part
of the Court’s holding that competitive necessigd not be considered when the
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Utilitarian functionality serves two purposes. ‘$irby ensuring that
competitors remain free to copy useful productuesg, it prevents the trademark
law from undermining its own pro-competitive objees. Second, the
functionality doctrine prevents the trademark la@ani conflicting with the patent
law by eliminating trademark monopolies of potéitianlimited duration on a
product's utilitarian featuresSeewilhelm Pudenz, GmbH v. Littlefuse, |ntz7
F.3d 1204, 1207 (11th Cir. 1999) (internal citat@mitted). Aesthetic
functionality shares only one of these concernss ot concerned with patent law
because aesthetic functionality focuses on feathegsare not mechanically
necessary for the operation of the product at iSBuebecause it deals with

features that are necessary because of a markdtaiohimposed by consumer

feature is functional under the “traditional ruleéltafFix, 532 U.S. at 33. The
Sixth Circuit’s holding that the dual-spring desmnissue infrafFix was not
functional was based on its judgment that the feattas not competitively
necessaryld. at 32 (“The Court of Appeals in the instant casemed to interpret
this language to mean that a necessary test fotifumality is “whether the
particular product configuration is a competitivecassity.””) (citations omitted).
In reversing the Sixth Circuit, the Supreme Couglieitly rejected the notion that
competitive need was relevant once the tradititestl of functionality was
established. By contrast, it made clear that tmepetitive need inquiry is proper
in aesthetic functionality caseld. at 33. Moreover, it is irrelevant whether the
University Amici agree with the Supreme Court thasthetic functionality was the
iIssue inQualitex See University Amicus at 19, n. 7 (suggestirag ThafFix was
about the issue iQualitey. The point is that th&€rafFix Court acknowledged the
existence of both types of functionality.

17



expectations? aesthetic functionality strongly implicates thesfiof the two
purposes of the utilitarian functionality doctrinBeeDeere & Co. v. Farmhand,
Inc. 560 F Supp. (S.D. lowaaff'd, 721 F.2d 253 (8th Cir. 1982) (finding the color
green for farm equipment functional based uponewe that farmers preferred
their farm equipment to be in matching colorsgsRATEMENT (THIRD) OF UNFAIR
CoMPETITION§ 17cmt. ¢ (1995) (defining features as aestheticalhcfional
“[w]hen aesthetic considerations play an importafe in the purchasing decisions
of prospective consumers,” and a particular def@gture “substantially
contributes to the aesthetic appeal of a produdtiyl that is why the Supreme
Court focused the inquiry in aesthetic functioryatibses on the competitive effects
of exclusive useTrafFix, 532 U.S. at 32-33RAesthetic functionality therefore
considers whether consumers demand certain feauobsthat “exclusive use [of
those features] would put competitors at a sigarftamon-reputation-related
disadvantage.’d.

This court applied the lessonsTaafFix in Dippin’ Dots, finding that

the color, shape, and size of dippin' dots [haae¥thetic functions’

that easily satisfy the competitive necessity bestause precluding

competitors like FBD from copying any of these asp®f dippin'
dots would eliminate all competitors in the flasbzien ice cream

1% As in fact utilitarian functionality is ultimatelgependent on consumer desires.
No object is functional unless a consumer wantbtsomething with it: even a
wheel only has value because people want to uaiith is why roller skates can
be functional even if there are more efficientesahnd more pleasant ways to
travel.
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market, which would be the ultimate non-reputatielated
disadvantage.

Dippin’ Dots, 369 F.3d at 1203 n. 7. And while the shape arel @i dippin’ dots
could be viewed as mechanically functional, iceaoreolors are functional purely
in the aesthetic sense. Dippin’ Dots’ color coges\wased on flavor, and certain
flavors generally are denoted with particular celoBut coloring of the flash-
frozen ice cream was not compelled by its ingredien the method by which it
was made. In fact, the coloring is completelyfiarél, so there is no reason the
defendant could not have made its strawberry-flastace cream purpfe. The
defendant’s need to use pink was purely a funafaonsumer expectations: a
substantial number of consumers want their stramyitvored ice cream to be
pink.

Inability to use Alabama’s uniform colors would pugw Life at a similarly
significant, non-reputation-related disadvantageleed, the fact that most
consumers purchase New Life’s produmtsausehey contain realistic depictions
of the Alabama football uniforms actually demont&saNew Life’'s competitive
need. As the University emphasizes, if New Lifeevi® make the University’'s

jerseys purple, Alabama fans would not want th&waeBrief of Appellee/Cross-

1 For this reason University Amici are wrong wheaytitlaim, contrary to the
express language of the decision, “color shapeseredof the flash-frozen ice
cream beads at issue did not serve ‘aestheticiunsttout utilitarian ones.”
University Amicus at 15, note 4.
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Appellant at 29. But consumers wouldn’t want enpag of a purple Statue of
Liberty, and for the same reason: consumers vestistic depictions of real-
world things, and neither the Statue of Liberty ther University of Alabama’s
uniforms are purple. Other colors simply are nossititte foraccurately depicting
Alabama’s Crimson and White, and it is accuratadem, rather than source
identification, over which the University here seekmonopoly?

This is precisely the understanding of competitieeessity that motivated
this court inDippin’ Dots, where, in rejecting the claim that the defendet
other design features available to it, this coaids

DDI's argument that FBD could still compete in tbe cream market

by producing, e.g., soft-serve ice cream, whichldowt have many

of the same functional elements as dippin' dotsthnsl would not

infringe upon DDI's product trade dress, is unawgilFBD does not

want to compete in the ice cream business; it wantempete in the

flash-frozen ice cream business, which is in sed#ifiit market from

more traditional forms of ice cream.

369 F.3d at 1204. In the same way, New kibelld have used different colors.
But if it did so, it would have been selling a difént product. Fans of Alabama

football want pictures of Alabama football playessd it is cold comfort to say

that New Life can sell pictures of non-Alabama fdk players.See Publ'ns Intl,

2 This point is further established by the Dist@aiurt’s finding that “the plays
and Moore’s reputation established during a penibdn his art was agreeably not
licensed are what predominantly trigger the sabégiis paintings. (Doc. 311 at
7). Barring him from depicting reality would hamnges ability to use his own
talents and reputation to produce art.
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Ltd. v. Landoll, InG.164 F.3d 337, 342 (7th Cir. 1998) (rejecting pheantiff's

claim that the allegedly infringing cookbooks' pageuld have been gilded a color
other than gold, which was the color of the pldfistcookbooks' gilded pages,
because “[g]old connotes opulence” and is “a natokor to use on a fancy
cookbook”)!?

The University, and University Amici, seek to avdinis conclusion by
arguing that any disadvantage New Life would sufférwas not entitled to use
Alabama’s team colors are reputation-relat8geUniversity Amicus at 13-14.

But this argument mischaracterizes the role ofdtapon” here. When the
Supreme Court said that the functionality doctpnatects competitors only
against a “non-reputation-related” disadvantageidithot mean that the features at
issue could not evoke a mark holder or its repotatiEvery use of a mark that
consumers recognize as a reference to the markihiofgplicates reputation in this
sense. The “reputation” that matters is a reputats a source of goods or

services "

3 |n fact the plaintiff inDippin Dotsargued, and this Court rejected, an argument
specifically about colors that was much like the ¢ime University presses here.
Dippin’ Dots claimed that, even if the defendantded to use certain colors
generally, it did not need to copy the “identicahBone color” used by Dippin
Dots. The court expressly rejected that argumBippin’ Dots, 369 F.3d at 1205
n.9. This too was consistent with the Supreme Coumstruction inTrafFix that,
once a feature is functional, alternative desigsspmlities need not be considered.
SeeTrafFix, 532 U.S. at 33-34
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The relevant question is whether the disadvantaafeNew Life would
suffer if it could not depict the University’s markelates to an attempt to benefit
from the reputation of the University by usingntark to indicate the source of
artistic goods or whether instead the disadvantagedd flow from New Life’s
inability to engage in expression unrelated togating the source of the goods.
And the proper focus here is on the role those feattes play as used by New
Life. Some courts have misunderstood this and hauseeéfto find aesthetic
functionality when the defendant has made usefedture that unambiguously
serves as a trademark when used to denote théifflsumoods or services on the
theory the aesthetic function cannot be separated $ource indicationSee, e.g.
Bd. of Supervisors for La. State Univ. Agric. & MeC€ollege v. Smack Apparel
Co, 550 F.3d 465, 486 (5th Cir. 2008grt. denied129 S. Ct. 2759 (2009)
(affirming the District Court’s holding that thegnhtiff universities’ color
schemes, logos, and designs had no significanes tithn to identify the
Universities and were therefore nonfunctionaljfomotive Gold, Inc. v.
Volkswagen of Am., Ina457 F.3d 1062, 1067, 1074 (9th Cir. 20@@xt. denied
549 U.S. 1282 (2007) (refusing to declare plaitstihgo functional when used to
adorn a key chain, even while recognizing thatdifiumers sometimes buy
products bearing marks such as the Nike SwoosIRlthdoy bunny ears, the

Mercedes tri-point star, the Ferrari stallion, @aodntless sports franchise logos,
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for the appeal of the mark itself, without regavdvhether it signifies the origin or
sponsorship of the product.”).

These decisions miss the mark because they foctieaole the features at
issue play when used by the plaintiffs as an irdicaf the source of their
products. The fact that a product feature is nowetional in some contexts,
however, does not necessarily mean that the feetun@n-functional for all
purposes. The aesthetic functionality doctrinatsatore, is concerned about the
consequences of giving one party exclusive rights feature that may harm
others' ability to offer products with featuresttbansumers want. Where the
plaintiff and defendant compete directly, the capmace of a finding of aesthetic
functionality will be to bar trademark protectiaor the feature altogetheBee
Deere 560 F.Supp. 85. But this will not always be $loe defendant in a
particular case might need access to a partice&ufe for a different reason than
the plaintiff, leaving the trademark perfectly whin its primary market, but
functional within the context of the defendant's..82e Rosetta Stone, Ltd. v.
Google, Inc. No. 1:09-cv-00736-GBL-TCB slip. op. (E.D. Va. Augj 3, 2010)
(finding Google's particular use of trademarkedvikens as triggers for paid
advertisements functional even though the ternelgi®perated as trademarks for
the plaintiff's goods). It is the defendant's remurce-related need, in such cases,

that triggers the aesthetic functionality doctriihen, as here, the defendant is
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depicting a mark as part of a larger work depictea-life events, the
information-conveying function of the use can réalde distinguished from a
source or sponsorship message.

At bottom, the University’s functionality argumefike its argument
regarding relevant confusion, boils down to a serg@ntention that New Life’s
ability to use the colors of Alabama’s football fanms allows New Life to gain a
benefit for which the University would charge alising fee if it could? But this
circular claim to a licensing market does not jyste right they seekSee
generally Mark A. Lemley & Mark P. McKenna@)wning Mark(et)s109 Mich. L.

Rev. _ (forthcoming 2010h(tp://ssrn.com/abstract=160484%here, as here,

the trademark is used by the defendant primarily dssirable feature of a product
rather than to indicate the source of its own gotmsmpetition suffers — and

consumers pay — if other sellers are shut outefibarket for that featuré™

* The University’s professed concern for its imagjedrtainly not evident in its
licensed rivalry figurines showing arch-enemy Aubbumiliating the Tide
mascot, uniforms, and colors. Se#://www.elitedeals.com/mem-col-au-072-
400.html(uniforms); http://www.elitedeals.com/mem-col-abi18400.html
(mascot wearing uniform: "It is hand painted innteeolors and, as you can see,
show the mascot squeezing the rival mascot fdreadl worth. See how scared that
other mascot looks? Now that's funny.");
http://www.footballfanatics.com/COLLEGE_Auburn_Trmg#Auburn_Tigers_Crun
chtime_Rivalry_Figurine (Tide colors). Many of tbaiversity Amici license
similarly humiliating treatments, available for phase at the same sites.

> Stacey L. Dogan & Mark A. Lemley, The MerchandisRight: Fragile Theory
or Fait Accompli?, 54 Emory L.J. 461, 465 (2004)
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B. The District Court Properly Held New Life’s Pairdgm Are Protected
Expression

Amici are in agreement with Amici Curiae Americaocity of Media

Photographers, Inc. and Alabama Press Associdtairthie University’s position
puts the Lanham Act in needless conflict with tirstFAmendment. We therefore
only add the following observations: Broad claimontrol untethered from
material confusion regarding the source of goodseovices pose particular risks
to free expression. In fact, while all aspectsaflémark law can pose First
Amendment threats, it is no accident that the wanrsblems don’t come from
traditional suits against the sale of competinglpats, but rather from claims that
try to stretch the concept of confusion to covelative works by using the rubric
of sponsorship or affiliation.

With the importance of brand image in today’s escopotrademarks “form
an important part of the public dialog on econoemd social issues® Restricting
this speech is harmful to society. As Judge Kozihak noted, “[m]uch useful
social and commercial discourse w[ill] be all bupossible if speakers [are] under

threat of an infringement lawsuit every time theg[kje reference to a person,

16. 6 McCARTHY ON TRADEMARKS AND UNFAIR COMPETITIONS 31:146;see also
L.L. Bean, Inc. v. Drake Publishers, In@811 F.2d 26, 30 (1st Cir. 1987)
(“[TJrademarks offer a particularly powerful mean$ conjuring up the image of
their owners, and thus become an important, peratises indispensable, part of
the public vocabulary.” (quoting Robert C. Denigpllrademarks As Speech:
Constitutional Implications of the Emerging Ratitesafor the Protection of Trade
Symbols1982 Ws. L. Rev. 158, 195-96)).
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company or product by using its tradematk.And this is the natural consequence
of the University’s claim. If the University caomtrol an artistic depiction of an
event in which its players participated, then it caake the same arguments to
control uses of its name, images of its playerages of its buildings, or any other
indicia that serve to identify the subject matttaw informational or artistic work.
There are good reasons that the subjects of dise@uwe not allowed to
decide how they will be shown or spoken of, outsideheavily regulated
boundaries of defamation and privacy law. ThetFAraendment barred Jerry
Falwell from suppressing a depiction of himselfttha found humiliatingsee
Hustler Magazine, Inc. v. FalweHll85 U.S. 46 (1988), and the First Amendment
likewise protects even more favorable depictionsfmore subtle censorship. As
Doc. 255, Exhibit 20 shows, an artist producingraversity-licensed work would
be subject to NCAA regulations, which require chagglayers’ names and
fictionalizing history. An artist’'s freedom to ab®e to produce a more realistic
representation should not be subject to the canttréne University has put on its
own depictions.Cf. CBC Distribution and Marketing, Inc. v. Majoeague
Advanced Media, L.P505 F.3d 818 (8th Cir. 2007) (finding that thes

Amendment trumps ownership claims over facts raggrdaseball players).

17. New Kids on the Block v. News Am. Publ'g,. 1871 F.2d 302, 307 (9th Cir.
1992); see alsoYankee Publ'g Inc. v. News Am. Publ'g In809 F. Supp. 267,
275-76 (S.D.N.Y. 1992) (holding that the First Arderent is implicated by
expressive, rather than commercial, uses of arnmade.
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I, Conclusion

Amici respectfully submit to the Court that, foetforegoing reasons, New
Life Art’s realistic depiction Alabama football g&s cannot give rise to a claim

under the Lanham Act.
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